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Synopsis

Background: Challenger sought inter partes review (IPR)
of certain claims in patent directed to method of labeling
nucleotides in a deoxyribonucleic acid (DNA) strand.
The United States Patent and Trademark Office, Patent
Trial and Appeal Board, 2015 WL 996355, found that
challenger failed to demonstrate that challenged claims
were invalid as obvious in view of prior art. Challenger
appealed.

Holdings: The Court of Appeals, O'Malley, Circuit Judge,
held that:

[1] substantial evidence supported factual finding by
Board that person of ordinary skill in field would not have
been motivated to combine prior art references, and that
claims in patent thus were not invalid as obvious in view
of prior art, and

[2] Board did not abuse its discretion in excluding
challenger's reply brief and accompanying expert
declaration.

Affirmed.

West Headnotes (21)

1] Patents
&= Questions of law or fact

Obviousness of a patent is a mixed question of
fact and law.

2]

31

4]

51

[o]

Cases that cite this headnote

Patents
&= Scope of Review

Although an ultimate conclusion by the
Patent Trial and Appeal Board that a patent's
claims are not obvious is a legal determination
subject to de novo review, the subsidiary
factual findings are reviewed for substantial
evidence.

Cases that cite this headnote

Evidence
&= Sufficiency to support verdict or finding

Substantial evidence is more than a mere
scintilla.

Cases that cite this headnote

Administrative Law and Procedure
o= Substantial evidence

Substantial evidence review asks whether a
reasonable fact finder could have arrived
at the agency's decision and requires
examination of the record as a whole, taking
into account evidence that both justifies and
detracts from an agency's decision.

1 Cases that cite this headnote

Patents
&= Questions of law or fact

The presence or absence of a motivation to

combine prior art references in an obviousness
determination is a pure question of fact.

2 Cases that cite this headnote

Patents
&= Questions of law or fact

The presence or absence of a reasonable
expectation of success in an obviousness
determination in view of prior art is a question
of fact.
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1 Cases that cite this headnote

Patents
&= Scope of Review

The substantial evidence standard of review
applies to the Patent Trial and Appeal Board's
resolution of the factual determinations of
the presence or absence of a motivation to
combine prior art references and the presence
or absence of a reasonable expectation of
success.

1 Cases that cite this headnote

Patents
&= Scope of Review

The Court of Appeals can review de novo
whether the Patent Trial and Appeal Board
failed to consider the appropriate scope of
the patent's claimed invention in evaluating
the reasonable expectation of success in an
obviousness determination in view of prior
art.

Cases that cite this headnote

Patents
&= Scope of Review

Decisions related to compliance with the
Patent Trial and Appeal Board's procedures
are reviewed for an abuse of discretion.

Cases that cite this headnote

Patents
&= Scope of Review

An abuse of discretion is found if a decision
of the Patent Trial and Appeal Board: (1) is
clearly unreasonable, arbitrary, or fanciful; (2)
is based on an erroneous conclusion of law;
(3) rests on clearly erroneous fact finding; or
(4) involves a record that contains no evidence
on which the Board could rationally base its
decision.

Cases that cite this headnote

[11]

[12]

[13]

[14]

Patents
&= Expectation or probability of success;
predictability

The reasonable expectation of success
requirement in an obviousness determination
refers to the likelihood of success in combining
prior art references to meet the limitations of

the claimed invention.

1 Cases that cite this headnote

Patents
&= Expectation or probability of success;
predictability

Patents
&= Scope of Review

Failure by the Patent Trial and Appeal
Board to consider the appropriate scope of
the patent's claimed invention in evaluating
the reasonable expectation of success in an
obviousness determination in view of prior
art constitutes a legal error that is reviewed
without deference.

1 Cases that cite this headnote

Federal Courts

&= Judgment
The Court of Appeals sits to review
judgments, not opinions.

Cases that cite this headnote

Patents
¢= Genes and genetic technology

Substantial evidence supported factual
finding by Patent Trial and Appeal Board
that person of ordinary skill in field would
not have been motivated to combine prior
art references, and that claims in patent
directed to method of labeling nucleotides
in a deoxyribonucleic acid (DNA) strand,
through sequencing by synthesis (SBS)
method, thus were not invalid as obvious in
view of prior art, even if Board conflated
two different legal concepts of reasonable

expectation of success and motivation
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[15]

[16]

[17]

to combine; ordinary artisan would not
have expected first prior art reference's
azidomethyl protecting group to meet second
prior art reference's quantitative deblocking
requirement under conditions suitable for use
in second reference's sequencing methods,
and background references indicated that
claimed efficiency that allegedly motivated
combination of first prior art reference with
second or third prior art reference would not
be achieved.

3 Cases that cite this headnote

Patents
&= Combination of prior art references;
“teaching, suggestion, or motivation” test

When an obviousness determination relies on
the combination of two or more prior art
references, there must be some suggestion or
motivation to combine the references.

Cases that cite this headnote

Patents
&= Inter partes review

Patent Trial and Appeal Board did not
abuse its discretion in excluding, on inter
partes review to determine whether claims
in patent directed to method of labeling
nucleotides in a deoxyribonucleic acid
(DNA) strand were invalid as obvious in
view of prior art, challenger's reply brief
and accompanying expert declaration as
improper under regulation limiting content
of reply to responses to arguments raised in
corresponding opposition, where challenger
relied on entirely new rationale in reply brief
to explain why one of skill in the art would
have been motivated to combine prior art
references. 37 C.F.R. § 42.23(b).

2 Cases that cite this headnote

Patents
&= Inter partes review

It is of the utmost importance that
petitioners in the inter partes review (IPR)

(18]

[19]

[20]

[21]

proceedings adhere to the requirement that
the initial petition identify with particularity
the evidence that supports the grounds for the
challenge to each claim. 35 U.S.C.A. § 312(a)

A).

Cases that cite this headnote

Patents
&= Inter partes review

Once the Patent Trial and Appeal Board,
conducting inter partes review, identifies new
issues presented for the first time in reply,
neither the Court of Appeals nor the Board
must parse the reply brief to determine which,
if any, parts of that brief are responsive
and which are improper under applicable
regulation. 37 C.F.R. § 42.1 et seq.

Cases that cite this headnote

Patents
&= Inter partes review

Unlike district court litigation, where parties
have greater freedom to revise and develop
their arguments over time and in response
to newly discovered material, the expedited
nature of the inter partes review (IPR)
proceedings bring with it an obligation for
petitioners to make their case in their petition
to institute. 35 U.S.C.A. § 312(a)(3).

Cases that cite this headnote

Patents
&= In general;utility

US Patent 6,664,079. Cited as Prior Art.
Cases that cite this headnote
Patents

&= In general;utility
US Patent 7,566,537. Valid.

Cases that cite this headnote
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Before O'MALLEY, WALLACH,
Circuit Judges.

and HUGHES,

Opinion
O'MALLEY, Circuit Judge.

[Mlumina Cambridge Ltd. (“Illumina”) owns U.S. Patent
No. 7,566,537 (“the #537 patent”), which is directed to a
method of labeling nucleotides in a deoxyribonucleic acid
(“DNA”) strand. Intelligent Bio—Systems, Inc. (“IBS”)
filed a revised petition to the Patent Trial and Appeal
Board (“Board”) requesting inter partes review of claims
1-6 and 8 of the #537 patent on August 30, 2013.
The Board instituted review of the challenged claims on
the basis that they were invalid as obvious under 35
U.S.C. § 103 in view of certain prior art references. In
its Final Written Decision, issued February 11, 2015,
the Board found that IBS failed to satisfy its burden of
demonstrating the obviousness of the challenged claims
by a preponderance of the evidence. IBS appeals. Because
we find that the Board's judgment was supported by
substantial evidence, we affirm.

BACKGROUND

A. Technology

By way of background, DNA is comprised of two strands
of nucleotides, which bind to each other to form a double
helix structure. “A nucleotide is made up of a sugar
molecule, a phosphate, and a ‘base.” It is the ‘base’—
adenine (A), cytosine (C), guanine (G), or thymine (T)
—that provides the code for the genetic information in
DNA.” Appellant Br. 4. The bases of two nucleotide
strands pair predictably: A with T, and G with C. In
this way, if one knows the identity of a nucleotide in one

strand, the identity of the corresponding nucleotide in
the other strand is easily inferred. Identification of the
sequence of nucleotides in DNA is important, as “the
sequence of nucleotides in DNA determines the traits of
living organisms.” Id.

The invention of the #537 patent “relates to labelled
nucleotides.” #537 patent, col. 1 1. 14. The labels, used to
identify the nucleotides, are removable and are intended
for “use in polynucleotide sequencing methods.” Id. at
col. 1 1. 14-16. The polynucleotide sequencing method
at issue is the so-called sequencing by synthesis (“SBS”)
method. SBS “is a process used to identify the sequence
of nucleotides in DNA by synthesizing a single strand of
DNA using nucleotides that are complementary to the
nucleotides in a sample single strand of DNA.” Appellee
Br. 3.

The claimed method in the #537 patent is directed to
labelling nucleotide bases to determine their identity.
The 3#-OH (“three prime hydroxyl”) position of the
sugar components of the labeled nucleotides are further
modified with a blocking group (also referred to as a
protecting group). The blocking group (or protecting
group) attached to the sugar molecule “prevent[s] the
natural linking process between nucleotides.” Appellant
Br. 4. By stopping the linking process, one can detect
*1363 the label on the nucleotide base and determine its
identity (A, C, G, or T). The blocking group is cleavable,
which allows the linking process to continue after the label
is detected.

The SBS method starts with a single strand of unknown
nucleotides and adds complementary nucleotides one-by-
one to form the complete, double-helix structure. “The
protecting group allows the polymerase to incorporate
only one nucleotide at a time into the complementary
strand.” Intelligent Bio—Sys., Inc. v. Illumina Cambridge
Ltd., TPR2013-00517, 2015 WL 996355, at *3 (PTAB
Feb. 11, 2015) (Final Written Decision of the Board).
“By incorporating such modified nucleotides one-by-one
into a growing DNA chain, researchers are able to first
detect the label to determine the base of each nucleotide,
before another nucleotide (with its own label attached to
its own base) is added.” Appellant Br. 4-5. The identity of
the attached label is determined “by any suitable method,
including fluorescence spectroscopy or by other optical
means.” #537 patent, col. 511. 21-23.
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The claims require that “the protecting group comprises
an azido group.” Id at col. 19 1. 58-59 (claim 1).
According to Illumina, “the inventors of the #537 patent
were the first to identify the azidomethyl group (CH»N3)
as a protecting group that would meet the rigorous
requirements of SBS.” Appellee Br. 9.

Claim 1, the only independent claim under review, is
reproduced below:

1. A method of labeling a nucleic acid
molecule, the method comprising
incorporating into the nucleic acid
molecule a nucleotide or nucleoside
molecule, wherein the nucleotide
or nucleoside molecule has a base
that is linked to a detectable label
via a cleavable linker and the
nucleotide or nucleoside molecule
has a ribose or deoxyribose sugar
moiety, wherein the ribose or
deoxyribose sugar moiety comprises
a protecting group attached via the
2# or 3# oxygen atom, and said
protecting group can be modified or
removed to expose a 3# OH group
and the protecting group comprises an
azido group.

Id. at col. 19 11. 49-59 (emphases added).

B. Prior Art

There are three articles of prior art at issue in this appeal:
(1) Roger Tsien et al., WO 91/06678 (May 16, 1991)
(“Tsien”); (2) Jingyue Ju et al., U.S. Patent No. 6,664,079
(Dec. 16, 2003) (“Ju”); and (3) Zavgorodny et al., /-
Alkylthioalkylation of Nucleoside Hydroxyl Functions and
Its Synthetic Applications: A New Versatile Method in
Nucleoside Chemistry, 32 TETRAHEDRON LETTERS
7593 (1991) (“Zavgorodny”). IBS argued to the Board
that Ju in combination with Zavgorodny or Tsien in
combination with Zavgorodny render the patent invalid

as obvious pursuant to 35 U.S.C. § 103. ! IBS relied on
Tsien and Ju for similar purposes.

In its Decision to Institute, the Board determined that
both Ju and Tsien “describe [ ] a process of labeling,

and ultimately sequencing, a nucleic acid molecule” by a
polymerase. J.A. 166, 169. Both Ju and Tsien disclose a
method of sequencing unknown DNA involving the SBS
method, including the labeling of nucleotides for detection
and the use of a protecting group at the 3#—OH position
of *1364 the nucleotide. Neither Ju nor Tsien disclose a
protecting group that comprises an azido group, however.

Regarding Zavgorodny, the Board found that it teaches
that an “azidomethyl moiety is a suitable protecting
group for the 3# OH position of nucleosides, precisely
the position requiring protecting in Ju's [or Tsien's]
process, as well as the fact that the azidomethyl group
is cleavable from the nucleoside under specific and mild
conditions.” J.A. 167, 172. As Zavgorodny notes, the
“[aJzidomethyl group is of special interest, since it can be
removed under very specific and mild conditions, viz. with
triphenylphosphine in aqueous pyridine at 20 °C.” J.A.
861.

Of particular importance to this appeal, Tsien teaches
that one of “[t]he criteria for the successful use of 3#-
blocking groups” is “the availability of mild conditions for
rapid and quantitative deblocking.” J.A. 1010 (emphasis
added). In order for the deblocking (i.e., the removal of
the protecting group) to be quantitative, it must take place
at 100% or near—100% efficiency. Appellant Br. 26 n.
10; Appellee Br. 6. Ju similarly notes as a “fundamental
requirement” that “the tag and the [protecting] group
capping the 3#-OH need to be removed with high yield
to allow the incorporation and detection of the next
nucleotide.” J.A. 742, col. 21 1l. 3-16 (emphasis added).

C. The Board's Decision

In its Final Written Decision, the Board construed claim 1
to “encompass [ ] the use of any protecting group attached
via the 2# or 3# oxygen atom of a [sugar] moiety, in
which the protecting group can be modified or removed
to expose a 3# OH group.” Intelligent Bio—Sys., Inc., 2015
WL 996355, at *4. It also noted that its construction of
“claim 1 does not require removal of the protecting group
to allow subsequent nucleotide incorporation.” Id. The
parties did not dispute that construction below and do not
dispute it here.

The Board then considered whether the combination
of Tsien and Zavgorodny rendered claims 1-6 and
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8 of the #537 patent invalid as obvious. Based on
the teachings of Tsien and Zavgorodny, IBS argued
“that an ordinary artisan, ‘to improve the efficiency,
reliability, and robustness of the sequencing by synthesis
method taught in Tsien, would have been motivated
to use other protecting groups that meet the criteria
of Tsien, such as the azidomethyl group taught by
Zavgorodny.” ” Id. (citation omitted). In addition to
contending that an ordinary artisan would be motivated
to combine these references, IBS separately asserted that
an ordinary artisan would have a reasonable expectation
of success in meeting the limitations of the claimed
invention by combining Tsien and Zavgorodny. See
id. at *5 (“[Blecause an ordinary artisan would have
recognized that Zavgorodny's azidomethyl group met
Tsien's criteria for a suitable 3# OH protecting group,
the artisan ‘would have expected to succeed in combining
the teachings of Tsien and Zavgorodny to carry out’ ”
the claimed invention.) (quoting IBS's Petition, J.A. 146).
In its Petition, IBS first addressed whether there was a
motivation to combine Tsien or Ju with Zavgorodny and
then separately addressed whether an ordinary artisan
would have a reasonable expectation of success in meeting
the limitations of the claimed invention. J.A. 144-47.

Illumina disagreed with IBS, and argued that an ordinary
artisan would not expect the azidomethyl group of
Zavgorodny to meet the specific criteria of Tsien or
Ju. In particular, Tsien requires “quantitative and rapid
removal” of the protecting group, which it understands
“to mean essentially 100% removal.” Intelligent Bio—Sys.,
Inc., 2015 WL 996355, at *5. Prior art *1365 of record,
however, “demonstrates that an ordinary artisan would
have expected Zavgorodny's azidomethyl group to be
removed at a much lower efficiency than required by
Tsien's methods.” Id. That prior art reference is known
as Loubinoux. See J.A. 971-87 (Bernard Loubinoux et
al., Protection of Phenols by the Azidomethylene Group
Application to the Synthesis of Unstable Phenols, 44
TETRAHEDRON 6055 (1988)). Loubinoux reports a
60-80% removal efficiency for azidomethyl groups from
phenols using triphenylphosphine. Intelligent Bio—Sys.,
Inc., 2015 WL 996355, at *7, *10, *12; J.A. 974-75.60-80%
removal is not quantitative removal within the meaning of
Tsien or Ju.

Ultimately, the Board credited Illumina's argument
that, given Loubinoux, IBS “has not shown, by a
preponderance of the evidence, that an ordinary artisan

would have considered it obvious to use Zavgorodny's
azidomethyl group as the 3# hydroxyl protecting group
in Tsien's processes.” Id. at *5. See also id. at *12
(finding similarly that IBS failed to establish “that an
ordinary artisan would have considered it obvious to
use Zavgorodny's azidomethyl protecting group in the
processes described in Ju”).

In discussing the legal requirements of obviousness, the
Board particularly pointed out the requirement for a
reasonable expectation of success:

[A] conclusion of obviousness requires a reasonable
expectation of success:

When there is a design need or market pressure to
solve a problem and there are a finite number of
identified, predictable solutions, a person of ordinary
skill has good reason to pursue the known options
within his or her technical grasp. If this leads to the
anticipated success, it is likely the product not of
innovation but of ordinary skill and common sense.
In that instance the fact that a combination was
obvious to try might show that it was obvious under
§ 103.

[KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 421, 127
S.Ct. 1727, 167 L.Ed.2d 705 (2007) ] (emphases added).

As the Court of Appeals for the Federal Circuit has
explained, “[a]lthough predictability is a touchstone of
obviousness, the ‘predictable result’ discussed in KSR
refers not only to the expectation that prior art elements
are capable of being physically combined, but also that
the combination would have worked for its intended
purpose.” DePuy Spine, Inc. v. Medtronic Sofamor
Danek, Inc., 567 F.3d 1314, 1326 (Fed.Cir.2009)

(citations omitted).

Id. at *6. The Board further described Tsien and
Zavgorodny, stressing that “the Petition does not point
to any specific evidence explaining why an ordinary
artisan would have expected Zavgorodny's azidomethyl
protecting group to meet” the quantitative deblocking
requirement of Tsien. Id at *7. And as Loubinoux
“discloses that removal of an azidomethyl protecting
group from a phenolic hydroxyl ... resulted in deprotected
phenols ‘as pure products at a yield between 60 and 80%,’
” id. (citing Loubinoux, J.A. 975), IBS's “Petition did not
provide a specific or credible explanation why an ordinary
artisan would have expected Zavgorodny's azidomethyl
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protecting group to meet Tsien's quantitative deblocking
requirement under conditions suitable for use in Tsien's

sequencing methods,” id. at *§. 2

Although the Board's precise legal underpinnings are
difficult to discern, it appears to have relied on IBS's
failure to *1366 demonstrate (1) a motivation to combine
the relevant references, (2) that a person of ordinary
skill would have a reasonable expectation of success
of developing the claimed invention, or (3) both. The
Board's opinion conflates these legal issues but its ultimate
conclusion is clear. IBS failed to demonstrate that the
challenged claims were obvious under the prior art at
issue.

In reaching its decision, the Board refused to consider
IBS's reply brief and accompanying expert declaration
because it found that IBS's reply was improper under
two regulations: first under 37 C.F.R. § 42.23(b), which
provides that a “reply may only respond to arguments
raised in the corresponding opposition or patent owner
response,” and then under 37 C.F.R. § 42.6(a)(3), which
states that “[aJrguments must not be incorporated by
reference from one document into another document.”
See Intelligent Bio—Sys., Inc., 2015 WL 996355, at *8-9.

According to the Board, IBS ran afoul of § 42.23(b)
by presenting a new argument for the first time in its
reply brief. “[T]he Reply presents new issues by changing
the unpatentability rationale from express reliance on
Zavgorodny's deprotecting conditions, to asserting that
those conditions would have been obvious to modify,
as well as presenting new evidence to support the new
rationale and explain the modifications to Zavgorodny.”
Id. at *9.

The reply, moreover, was accompanied by an expert
According to the Board, the expert
declaration “expands on the assertions in the Reply

declaration.

by presenting a number of additional new arguments
explaining why quantitative deblocking would have
been expected, and cites a number of non-patent
literature references which were not relied upon to
support unpatentability in the Petition.” Id. That
expert declaration, the Board found, contains “in-depth
explanations and supporting documentary evidence” not
contained in the reply itself. /d. In this way, the Board
found, IBS ran afoul of § 42.6(a)(3) by improperly

incorporating by reference arguments and evidence from
the expert declaration into the reply brief.

IBS now challenges the Board's conclusion that IBS failed
to demonstrate the challenged claims were obvious by a
preponderance of the evidence. IBS also argues the Board
abused its discretion to the extent it found IBS's reply brief
improper.

We have jurisdiction pursuant to 28 U.S.C. § 1295(a)(4)
(A).

DISCUSSION

21 Bl
fact and law. Although the Board's ultimate conclusion
that the claims are not obvious is a legal determination
subject to de novo review, the subsidiary factual findings
are reviewed for substantial evidence. In re Gartside,
203 F.3d 1305, 1312, 1316 (Fed.Cir.2000). “Substantial
evidence is more than a mere scintilla.” Consol. Edison
Co.v. N.L.R.B., 305 U.S. 197, 229, 59 S.Ct. 206, 83 L.Ed.
126 (1938). Substantial evidence review asks “whether a
reasonable fact finder could have arrived at the agency's
decision” and requires examination of the “record as a
whole, taking into account evidence that both justifies and
detracts from an agency's decision.” In re Gartside, 203
F.3d at 1312.

151 161 171 [8I
motivation to combine references in an obviousness
determination is a pure question of fact.” Par Pharm., Inc.
v. TWI Pharm., Inc., 773 F.3d 1186, 1196 (Fed.Cir.2014)
(citations omitted). “The presence or absence of a
reasonable expectation of success is also a question
of fact.” Id Accordingly, the substantial evidence
standard of review applies to the Board's resolution of
these factual determinations. The Court can review de
novo, however, *1367 whether the Board “fail[ed] to
consider the appropriate scope of the ... patent's claimed
invention in evaluating the reasonable expectation of
success.” Allergan, Inc. v. Apotex Inc., 754 F.3d 952, 966
(Fed.Cir.2014).

91 [10]
procedures are reviewed for an abuse of discretion. Bilstad
v. Wakalopulos, 386 F.3d 1116, 1121 (Fed.Cir.2004).
“An abuse of discretion is found if the decision: (1)

Decisions related to compliance with the Board's

Obviousness is a mixed question of

“The presence or absence of a
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is clearly unreasonable, arbitrary, or fanciful; (2) is
based on an erroneous conclusion of law; (3) rests
on clearly erronecous fact finding; or (4) involves a
record that contains no evidence on which the Board
could rationally base its decision.” Id. Accordingly, the
Board's determinations that IBS exceeded the scope of
a proper reply in violation of 37 C.F.R. § 42.23(b) and
improperly incorporated arguments by reference from
another document in violation of 37 C.F.R. § 42.6(a)(3)
are reviewed for an abuse of discretion.

A. Motivation to Combine/
Reasonable Expectation of Success

The Board found that Zavgorodny would not be “obvious
to use” with Tsien or Ju because its azidomethyl group
would not be removed quantitatively (at or near 100%).
Intelligent Bio—Sys., Inc., 2015 WL 996355, at *5, *12.
IBS argues that, “[blecause the claims do not require
quantitative cleavage, the Board erred by imposing such
a requirement through the reasonable expectation of
success analysis.” Appellant Br. 38. To the extent the
Board's decision is based on the “reasonable expectation
of success” requirement, we agree.

[y [z
requirement refers to the likelihood of success in
combining references to meet the limitations of the
claimed invention. “[FJailure to consider the appropriate
scope of the
the reasonable expectation of success ... constitutes a legal

... patent's claimed invention in evaluating

error that [is] review[ed] without deference.” Allergan,
754 F.3d at 966 (emphasis added). Under the Board's
uncontested construction, “claim 1 does not require
removal of the protecting group to allow subsequent
nucleotide incorporation,” let alone quantitative removal.
Intelligent Bio—Sys., Inc., 2015 WL 996355, at *4.
Accordingly, it is of no moment that Zavgorodny's
protecting group would not be removed quantitatively
in Tsien or Ju's sequencing method—removal is simply
not required by the claim of the #537 patent. The Board
seemed to believe that the “reasonable expectation of
success” inquiry looked to whether one would reasonably
expect the prior art references to operate as those
references intended once combined. That is not the
correct inquiry—one must have a motivation to combine
accompanied by a reasonable expectation of achieving
what is claimed in the patent-at-issue. The Board's reliance

The reasonable expectation of success

on the absence of a reasonable expectation of success
was, thus, improper. See id. at *5-6 (citing KSR, 550
U.S. at 421, 127 S.Ct. 1727 to support the proposition
“that a conclusion of obviousness requires a reasonable
expectation of success”).

[13] [14] Yet this court “sit[s] to review judgments,
not opinions.” Stratoflex, Inc. v. Aeroquip Corp.,
713 F.2d 1530, 1540 (Fed.Cir.1983). And while the
Board conflated two different legal concepts—reasonable
expectation of success and motivation to combine—it
nevertheless made sufficient factual findings to support
its judgment that the claims at issue are not invalid.
It was IBS's burden to demonstrate both “that a
skilled artisan would have been motivated to combine
*1368
achieve the claimed invention, and that the skilled

the teachings of the prior art references to

artisan would have had a reasonable expectation of
success in doing so.” Kinetic Concepts, Inc. v. Smith &
Nephew, Inc. 688 F.3d 1342, 1360 (Fed.Cir.2012) (quoting
Procter & Gamble Co. v. Teva Pharm. USA, Inc., 566
F.3d 989, 994 (Fed.Cir.2009) (internal quotation marks
omitted)); In re Cyclobenzaprine Hydrochloride Extended-
Release Capsule Patent Litig., 676 F.3d 1063, 1068-69
(Fed.Cir.2012). Despite the loose language employed by
the Board, its factual findings support its conclusion that
the claims are not invalid.

IBS argued in its revised initial petition to the Board
that the combination of Tsien or Ju with Zavgorodny
was based entirely on a shared purpose: SBS. IBS
argued that an ordinary artisan would have a motivation
to combine Tsien or Ju with Zavgorodny: “[OJne of
ordinary skill in the art, in order to improve the efficiency,
reliability, and robustness of the sequencing by synthesis
method taught in Tsien, would have been motivated
to use other protecting groups that meet the criteria
of Tsien, such as the azidomethyl group taught by
Zavgorodny.” J.A. 145 (emphasis added). This argument
follows immediately after IBS lists the “criteria for the
successful use of 3#-blocking groups,” which includes
“quantitative deblocking.” J.A. 144.

[15] The Board, therefore, was justified in finding
that, “despite having acknowledged the quantitative
deblocking requirement in Tsien (Pet. 37), the Petition
did not provide a specific or credible explanation why
an ordinary artisan would have expected Zavgorodny's
azidomethyl protecting group to meet Tsien's quantitative
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deblocking requirement under conditions suitable for
use in Tsien's sequencing methods.” Intelligent Bio—Sys.,
Inc., 2015 WL 996355, at *8. While this shortcoming
is irrelevant to a finding that there was no reasonable
expectation of success in meeting the claims of the #537
patent, which do not require quantitative deblocking
at all, it is central to a finding of no motivation
to combine. This is because the petitioner's sole
argument for why one of skill in the art would be
motivated to combine Zavgorodny's azidomethyl group
with Tsien's SBS method was because it would meet
Tsien's quantitative deblocking requirement. “When an
obviousness determination relies on the combination
of two or more references, there must be some
suggestion or motivation to combine the references.”
WMS Gaming, Inc. v. Int'l Game Tech., 184 F.3d 1339,
1355 (Fed.Cir.1999); see also Dome Patent L. P. v. Lee, 799
F.3d 1372, 1380 (Fed.Cir.2015) (“If all elements of a claim
are found in the prior art, as is the case here, the factfinder
must further consider the factual questions of whether a
person of ordinary skill in the art would be motivated
to combine those references, and whether in making that
combination, a person of ordinary skill would have had a
reasonable expectation of success.”).

There is, moreover, substantial evidence to support a
finding that a person of ordinary skill would not have
had reason to combine Tsien or Ju with Zavgorodny to
achieve the claimed invention. In its decision the Board
acknowledged two background references presented by
Illumina: Loubinoux, which teaches that azidomethyl
methyl groups are removed from phenols with modest
efficiency (60-80% yield), and Greene & Wuts, which
teaches that removal of an azidomethyl methyl group
from the 3# hydroxyl position of a deoxyribonucleotide
moiety is likely to proceed with even lower efficiency.
Intelligent Bio—Sys., Inc., 2015 WL 996355, at *7-8 (citing
Loubinoux (J.A. 974-75) and Theodora W. Greene &
Peter G.M. Wuts, Protective Groups in Organic Synthesis
246-92 (3d ed.1999) (J.A. 863-970)). These references
support a conclusion that the claimed efficiency *1369
that allegedly motivated the combination would not be
achieved and that a person of ordinary skill in this field
would not have been motivated to use the azidomethyl
group of Zavgorodny as a “protecting group [that] can be
modified or removed to expose a 3# [hydroxyl] group” of
a nucleic acid molecule, as the claim requires. This is so
because the azidomethyl group would have been expected
to perform inefficiently in that role.

IBS submitted an initial petition that articulated a set
of rationales for why the challenged claims were invalid,
including why a person of ordinary skill would be
motivated to combine the prior art references at issue. IBS
made a clear argument as to why a person of ordinary skill
would be motivated to combine the prior art references
at issue and Illumina demonstrated the error in that
argument, which the Board credited. This factual finding
by the Board is supported by substantial evidence. The
Board did not err in finding that the grounds of invalidity
described in IBS's petition were not established.

B. IBS's Improper Reply Brief

[16] 1IBS also argues that “the Board must consider
whether it is within the skill of the ordinary artisan
to modify the cleavage conditions to satisfy the alleged
cleavage requirements.” Appellant Br. 44. The Board did
not consider this argument, however, because it was raised
for the first time in IBS's reply brief and expert declaration.

[17] [18] Tt is of the utmost importance that petitioners
in the IPR proceedings adhere to the requirement that the
initial petition identify “with particularity” the “evidence
that supports the grounds for the challenge to each
claim.” 35 U.S.C. § 312(a)(3). “All arguments for the
relief requested in a motion must be made in the motion.
A reply may only respond to arguments raised in the
corresponding opposition or patent owner response.” 37
C.F.R. § 42.23(b). Once the Board identifies new issues
presented for the first time in reply, neither this court nor
the Board must parse the reply brief to determine which,
if any, parts of that brief are responsive and which are
improper. As the Board noted, “it will not attempt to sort
proper from improper portions of the reply.” Office Patent
Trial Practice Guide, 77 Fed.Reg. 48,756, 48,767 (Aug. 14,
2012).

[19] 1IBS argued in its petition that “Zavgorodny teaches
the desired property [in Tsien] that the azidomethyl
group ‘can be removed under very specific and mild
conditions.” ” J.A. 145-46 (quoting Zavgorodny, J.A.
861). Illumina presented evidence in its response that, “an
ordinary artisan would not have considered Zavgorodny's
conditions suitably mild for Tsien's sequencing purposes.”
Id. IBS's reply then argued, for the first time, “that an
ordinary artisan would have considered it obvious to
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use deprotecting conditions other than those described
in Zavgorodny.” Id. But IBS chose which grounds of
invalidity to assert in its petition and it chose not to
assert this new one. Unlike district court litigation—where
parties have greater freedom to revise and develop their
arguments over time and in response to newly discovered
material—the expedited nature of IPRs bring with it
an obligation for petitioners to make their case in their
petition to institute. While the Board's requirements are
strict ones, they are requirements of which petitioners are
aware when they seek to institute an IPR.

IBS supported its new theory of invalidity by reference to
new evidence, citing “a number of non-patent literature
references which were not relied upon to support
unpatentability in the Petition.” Id. at *9. See Office
Patent Trial Practice Guide, 77 Fed.Reg. at 48,767
(“Examples of indications *1370 that a new issue has
been raised in a reply include new evidence necessary to
make out a prima facie case for the ... unpatentability of an
original ... claim, and new evidence that could have been
presented in a prior filing.”). In these circumstances, we
find that the Board did not err in refusing the reply brief
as improper under 37 C.F.R. §42.23(b) because IBS relied
on an entirely new rationale to explain why one of skill in
the art would have been motivated to combine Tsien or Ju
with a modification of Zavgorodny.

Because we conclude that the reply brief and
accompanying declaration exceeded the scope of the reply
under § 42.23(b), and, therefore, that the Board did not

Footnotes

abuse its discretion in excluding those documents, we
need not resolve whether the reply brief complied with
37 C.F.R. § 42.6(a)(3), which states that “[aJrguments
must not be incorporated by reference from one document
into another document.” See Intelligent Bio—Sys., Inc.,
2015 WL 996355, at *9. Nor do we review the Board's
conclusion that, even if proper, the arguments contained
in the reply brief are unpersuasive for the same reason it
found the arguments in the petition unpersuasive. Id. at
*10.

CONCLUSION

We find the Board's conclusion that IBS failed to
demonstrate by a preponderance of the evidence that the
challenged claims of the #537 patent are invalid as obvious
over the combination of Tsien and Zavgorodny or Ju
and Zavgorodny is supported by substantial evidence.
Because the Board correctly determined that IBS failed to
carry its burden to establish obviousness of the challenged
claims, and because the Board did not abuse its discretion
in finding that IBS's reply brief and accompanying
declaration were improper, we need not address IBS's
other arguments. Accordingly, we affirm the Board.

AFFIRMED

All Citations

821 F.3d 1359, 119 U.S.P.Q.2d 1171

1 The Board also instituted proceedings on the combination of Tsien and Zavgorodny with James M. Prober et al., A System
for Rapid DNA Sequencing with Fluorescent Chain—Terminating Dideoxynucleotides, 238 SCIENCE 336 (1987), but IBS
does not appeal the Board's conclusion that it failed to show “by a preponderance of the evidence that claim 3 of the
# 537 patent would have been obvious over the combination of Tsien, Zavgorodny, and Prober.” Intelligent Bio—Sys.,

Inc., 2015 WL 996355, at *13.

2 The Board similarly found that IBS failed to show by a preponderance of the evidence that the claims of the #537 patent
were obvious over Ju in combination with Zavgorodny under the same reasoning. Id. at *10-12.
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9. In re Magnum Oil Tools International, Ltd.
1]
829 F.3d 1364, 1381, Fed.Cir.

PATENTS - Industrial Equipment. Board improperly
shifted burden of proof to patentee to prove
nonobviousness in inter partes review of patent for
hydraulic fracturing plug.

* 10. lllumina, Inc. v. Qiagen, N.v. 11
2016 WL 4719269, *3+, N.D.Cal.

Background: In patent infringement action
involving DNA sequencing, patent owner moved
for preliminary injunction enjoining competitor from
making, using, offering to sell, or...

11. Families of Spinal Muscular Atrophy v.
Nationwide Children’s Hospital
2017 WL 569156, *6+ , N.D.III.

Defendants Nationwide Children's Hospital and The
Research Institute at Nationwide Children's Hospital
(collectively, “Defendants”) have moved to dismiss
Plaintiff Families of...

12. Dish Network L.L.C.v. TQ Beta, LLC 17
2017 WL 504159, *6 , Patent Tr. & App. Bd.

DISH Network Corporation, DISH DBS Corporation,
DISH Network L.L.C., EchoStar Corporation,
EchoStar Technologies L.L.C., Hughes Satellite
Systems Corporation, and Sling Media, Inc....

13. Arctic Cat, Inc. v. Polaris Industries Inc.
2017 WL 506027, *15, Patent Tr. & App. Bd.

Arctic Cat, Inc. (“Petitioner”) filed a Petition (Paper
2, “Pet.”) requesting inter partes review of claims
60-69, 74, 75, and 78-86 of U.S. Patent No.
8,827,028 B2 (Ex. 1002, “the...

14. Arctic Cat, Inc. v. Polaris Industries Inc.
2017 WL 506047, *15 , Patent Tr. & App. Bd.

Arctic Cat, Inc. (“Petitioner”) filed a Petition (Paper
2, “Pet.”) requesting inter partes review of claims
24-36, 38, 41, 42, 45, 46, 88-97, and 99-101 of
U.S. Patent No....

15. JTEKT Corporation v. GKN Automotive Ltd.
N
2017 WL 376380, *11+ , Patent Tr. & App. Bd.

Petitioner, JTEKT Corporation (“*JTEKT"), filed a
Petition (Paper 1, “Pet.”) requesting inter partes
review of claims 1-7 of U.S. Patent No. 8,215,440
B2 (“the '440 patent”). Patent...

16. EX PARTE KOJO TANAKA AND TAKASHI

SAKO 11
2016 WL 7487321, *5 , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134 involving
claims to collapsible water-containing capsules that
have been rejected as obvious and for provisional
obviousness-type double...
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17. EXPARTE CHRISTIAN HERZOG AND

HEDVIKA LAZAR 11
2016 WL 7635076, *4+ , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134 involving
claims to a method of vaccinating a human subject
against influenza. We have jurisdiction under 35
U.S.C. 8§ 6(b). We affirm....

18. EX PARTE BRIAN MCGONIGLE 71
2016 WL 7487320, *5+ , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134 involving
claims to modified nucleic acid fragments, and

to methods of reducing expression of a target
sequence in plant cells transformed...

19. EXPARTE MAURICIO BUNGE AND

HELMAR UTZ 73
2016 WL 7046676, *4+ , Patent Tr. & App. Bd.

Appellants seek our review under 35 U.S.C. § 134
of the final rejection of claims 2-16 and 21-25.

We have jurisdiction under 35 U.S.C. § 6(b). We
AFFIRM. Appellants' invention...

20. EXPARTE GEORGE A. MIKHAIL AND GLEN

PIERSON 11
2016 WL 6661106, *3+ , Patent Tr. & App. Bd.

Appellants seek our review under 35 U.S.C. § 134
of the final rejection of claims 1-10, 20-23, 29, and
30. We have jurisdiction under 35 U.S.C. § 6(b). We
AFFIRM. Appellants'...

21. SanDisk Corp. v. Netlist, Inc.
2016 WL 6595885, *8 , Patent Tr. & App. Bd.

Background: Challenger filed petition for inter partes
review of patent directed to a memory module of a
computer system with improved performance and
memory capacity. 12Holding:...

22. Lupin Ltd. v. Senju Pharmaceutical Co., Ltd.
b
2016 WL 5219780, *13+ , Patent Tr. & App. Bd.

Lupin Ltd. and Lupin Pharmaceuticals, Inc.
(collectively, “Lupin”) filed a Petition (Paper 1,
“Pet.”) requesting an inter partes review of claims
1-30 of U.S. Patent No. 8,754,131...

23. Lupin Ltd. v. Senju Pharmaceutical Co., Ltd.
13
2016 WL 5219843, *14+ , Patent Tr. & App. Bd.

Lupin Ltd. and Lupin Pharmaceuticals Inc.
(collectively, “Lupin”) filed a Petition requesting an
inter partes review of claims 1-27 of U.S. Patent
No. 8,871,813 B2 (Ex. 1003, “the...

24. Lupin Ltd. v. Senju Pharmaceutical Co., Ltd.
1]
2016 WL 5219912, *14+ , Patent Tr. & App. Bd.

Lupin Ltd. and Lupin Pharmaceuticals Inc.
(collectively, “Lupin”) filed a Petition requesting an
inter partes review of claims 1-27 of U.S. Patent
No. 8,871,813 B2 (Ex. 1003, “the...
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25. Lupin Ltd. v. Senju Pharmaceutical Co., Ltd.
13
2016 WL 5220078, *15+ , Patent Tr. & App. Bd.

Lupin Ltd. and Lupin Pharmaceuticals Inc.
(collectively, “Lupin”) filed a Petition requesting an
inter partes review of claims 1-30 of U.S. Patent
No. 8,927,606 B1 (Ex. 1004, “the...

26. Lupin Ltd. v. Senju Pharmaceutical Co., Ltd.
1]
2016 WL 5224299, *13+ , Patent Tr. & App. Bd.

Lupin Ltd. and Lupin Pharmaceuticals, Inc.
(collectively, “Petitioner”) filed a Petition (Paper 1,
“Pet.”) requesting an inter partes review of claims
1-30 of U.S. Patent No....

27. Lupin Ltd. v. Senju Pharmaceutical Co., Ltd.
N
2016 WL 5224364, *13+ , Patent Tr. & App. Bd.

Lupin Ltd. and Lupin Pharmaceuticals, Inc.
(collectively, “Lupin”) filed a Petition (Paper 1,
“Pet.”) requesting an inter partes review of claims
1-30 of U.S. Patent No. 8,754,131...

28. EXPARTE CHARLES E. AHLFELD, THOMAS
M. BURKE, TYLER S. ELLIS, JOHN ROGERS
GILLELAND, JONATAN HEJZLAR, PAVEL
HEJZLAR, RODERICK A. HYDE, DAVID G.
MCALEES, JON D. MCWHIRTER, ASHOK
ODEDRA, ROBERT C. PETROSKI, NICHOLAS
W. TOURAN, JOSHUA C. WALTER, KEVAN

D. WEAVER, THOMAS ALLAN WEAVER,
CHARLES WHITMER, LOWELL L. WOOD JR.,

AND GEORGE B. ZIMMERMAN 11
2016 WL 4775709, *3+ , Patent Tr. & App. Bd.

Appellants seek our review under 35 U.S.C. § 134

of the final rejection of claim 124 under 35 U.S.C. §
112, 4 paragraph, as being of improper dependent
form and claims 97-101, 105,...

29. Travelers Indem. Co. v. Integrated Claims

Systems, LLC 77
2016 WL 5404077, *8+ , Patent Tr. & App. Bd.

Travelers Indemnity Company (“Petitioner”) filed a
Petition (Paper 2, “Pet.”), requesting institution of an
inter partes review of claims 28-32 of U.S. Patent
No. 6,338,093 B1 (Ex....

30. EX PARTE KIM GENE FRIESEN, RYAN
MICHAEL YAMKA, LAUREN JAY KATS, AND

TIMOTHY GLEN VANDE GIESSEN 13
2016 WL 4410488, *4 , Patent Tr. & App. Bd.

Appellants appeal under 35 U.S.C. § 134(a) from
the Examiner's decision rejecting claims 1, 7-10,
14-16, 21-22, 26-30, 32, 35, 37, and 40-45. We
have jurisdiction under 35 U.S.C....
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31. EXPARTE DAVID M. KATZ 11
2016 WL 4128565, *5 , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134
involving a claims to a method of treating non-
neurodegenerative pathologies or respiratory
disorders. We have jurisdiction under 35 U.S.C....

32. EXPARTE JORG KLEIBER, THOMAS
WALTER, HERBERT HARTTIG, CHRISTOPH
LESNIAK, MARTIN MENNIG, MICHAEL
RIEDLING, AND HELMUT SCHMIDT 11

2016 WL 4056501, *3 , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134 involving

claims to a method for separating nucleic acids from
a fluid. We have jurisdiction under 35 U.S.C. § 6(b).

We affirm. Claims 13-18...

33. EX PARTE DAVID J. FITZGERALD, IRA
PAST AN, ELIZABETH MANSFIELD, AND
ROBERT KREITMAN 21

2016 WL 4058602, *3 , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134 involving
a claims to a recombinant immunoconjugate. We
have jurisdiction under 35 U.S.C. § 6(b). We affirm.
"The present invention...

34. Samsung Electronics Co., Ltd. v. EIm 3DS
Innovations, LLC
2016 WL 5027739, *17 , Patent Tr. & App. Bd.

Samsung Electronics Co., Ltd.; Micron Technology,
Inc.; and SK Hynix Inc. (collectively “Petitioner”)
filed a Petition for inter partes review of claims 17,
18, 22, 84, 95,...

35. Samsung Electronics Co., Ltd. v. EIm 3DS
Innovations, LLC
2016 WL 5219882, *14 , Patent Tr. & App. Bd.

Samsung Electronics Co., Ltd.; Micron Technology,
Inc.; and SK Hynix Inc. (collectively “Petitioner”)
filed a Petition for inter partes review of claims 1, 2,
8, 14, 31, 32, 44,...

36. Google Inc. v. Network-1 Technologies, Inc.
2016 WL 3438931, *7 , Patent Tr. & App. Bd.

PATENTS - Computers and Electronics. Patent

for identifying digital files without modification was
not anticipated by prior patent for directing users of
digital content on...

37. Google Inc. v. Network-1 Technologies, Inc.
2016 WL 3438945, *7+ , Patent Tr. & App. Bd.

Background: Challenger sought inter partes review
of a patent for identifying a work, such as a digital
audio or video file, without the need to modify the
work. Holdings: The...

38. Nestle Purina Petcare Co. v. Oil-Dri Corp. of

America 11
2016 WL 4375267, *12 , Patent Tr. & App. Bd.

Petitioner Nestlé Purina PetCare Company filed a
Petition (Paper 1, “Pet.”) to institute an inter partes
review of claims 1-13, 30, and 32 of U.S. Patent
No. 5,975,019 (Ex. 1001,...
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39. EX PARTE THOMAS S. CAMPBELL,
THOMAS J. BOYD, STEVEN W. FISHER, AND
MICHAEL PRENCIPE 73

2016 WL 3406586, *5 , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134(a) from
the rejection of claims 1 and 6. We have jurisdiction
under 35 U.S.C. § 6(b). We affirm. Claims 1 and 6
stand rejected under 35...

40. Nestle Healthcare Nutrition, Inc. v. Steuben

Foods, Inc. 17
2016 WL 4366980, *25+ , Patent Tr. & App. Bd.

Petitioner, Nestlé Healthcare Nutrition, Inc., filed
a Petition (Paper 2, “Pet.”) to institute an inter
partes review of claims 1-3, 7, 9, and 20-23 (“the
challenged claims”) of...

41. Hulu, LLC v. CRFD Research, Inc. 11
2016 WL 4374994, *8 , Patent Tr. & App. Bd.

Petitioners Hulu, LLC, Netflix, Inc., and Spotify USA
Inc. (collectively, “Petitioner”) filed a Petition (Paper
1, “Pet.”) seeking inter partes review of claims 1-6,

8-11, 13-15,...

42. EX PARTE RYAN MICHAEL YAMKA,
KIM GENE FREISEN, AND WILLIAM DAVID
SCHOENHERR 11

2016 WL 3027725, *5 , Patent Tr. & App. Bd.

This is an appeal under 35 U.S.C. § 134 involving
a claims to a method for increasing nitrogen
retention, or promoting health or wellness, in an
adult companion animal. We have...

43. Comment Note--Application and effect of 35 1975
U.S.C.A. sec. 103, requiring nonobvious subject
matter, in determining validity of patents

23 A.L.R. Fed. 326

Three distinct statutory conditions affect
patentability: utility, novelty, and nonobviousness of
the subject matter (see , infra). This note collects a
number of leading and...

44, America Invents Act--A Guide to Patent 2016
Litigation and Patent Procedure s 15:28,
Motions

Early in the trial, the Board will have an initial
conference with the parties. At least two days
before the conference, the parties must submit a list
of motions they expect to...

45. Annotated Patent Digest (Matthews) s 18:19, 2017
Differences based on unclaimed characteristics

Generally, differences between the prior art and
aspects of the claimed invention that have not
been claimed are not relevant to the obviousness
analysis. Graham v. John Deere Co....

46. Annotated Patent Digest (Matthews) s 18:21, 2017
Reasonable expectation of success

For a prior-art reference, or a combination of
references, to render a claimed invention obvious,
one of ordinary skill in the art at the time the
invention was made must have...
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Treatment

Title

47. Annotated Patent Digest (Matthews) s 18:53,
References that teach away cannot be combined

A showing that a reference teaches away from the
claimed invention, may disprove a motivation to
combine that reference with others to render the
claimed invention obvious. The...

48. Annotated Patent Digest (Matthews) s 18:56,
Cases finding motivation lacking to combine or
modify references to render claim obvious

U.S. v. Adams, 383 U.S. 39, 51-52, 86 S. Ct. 708,
714-15, 15 L. Ed. 2d 572, 148 U.S.P.Q. 479 (1966)
(battery not obvious in view of prior art's teaching
away from the claimed...

49. Annotated Patent Digest (Matthews) s 43:60,
Issues raised for first time in reply brief are
waived

A reply brief must be a reply to the brief of the
appellee; therefore, any issues raised for the first
time in the reply brief are deemed to have been
waived. Stated another way, a...

50. Annotated Patent Digest (Matthews) s
18:57.150, Cases affirming PTO's finding of non-
obviousness on inter partes review

Microsoft Corporation v. Enfish, LLC, Fed.

Appx. , , 2016 WL 6994254, *6-*7 (Fed. Cir. 2016)
(nonprecedential) (affirming PTO's cancellation of
some claims in an IPR while finding...

51. Annotated Patent Digest (Matthews) s
25:100.75, Proof burdens in an inter partes
reexamination

A petitioner in an inter partes reexamination
bears the burden of proving unpatentability of
the challenged claims by a preponderance of the
evidence. 35 U.S.C. § 316(e) (2012)...

52. Annotated Patent Digest (Matthews) s
25:100.90, New evidence, arguments, theories or
claim constructions presented in an IPR

Procedurally, a patentee must have an adequate
opportunity to respond to a challenger's theories of
invalidity raised in an IPR proceeding. To provide
for this, a challenger may...

53. Modern Patent Law Precedent 080,
Obviousness

A prima facie case of obviousness for a chemical
compound requires "structural similarity between
claimed and prior art subject matter ... where the
prior art gives reason or...

54. Modern Patent Law Precedent C460, Claim
Construction

As the litigation is at the stage of claim construction
(determining the literal scope of disputed terms

at issue) and not at an infringement analysis, the
infringement principle:...
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Title

55. Patent Law Basics s 15A:9.50, Inter partes
review-Selected cases

As the USPTO has issued final written decisions in
inter partes review cases, the Federal Circuit has
reviewed a significant number of these cases on
appeal. The following case...

56. Patent Law Fundamentals s 15A:36.85,
Federal Circuit review of PTAB's Institution
Decisions and Final Written Decisions for IPR
cases

Patent litigants have appealed final decisions

of PTAB primarily with regard to final decisions
concerning instituting an IPR and final decisions on
the merits of the IPR. The...

57. Patent Law Handbook s 11:5, Rejections
under 35 U.S.C.A. s103

Title 35 of the U.S. Code, Section 103, provides: A
patent for a claimed invention may not be obtained,
notwithstanding that the claimed invention is not
identically disclosed as...

58. Patent Law Handbook s 12:2, Biotechnology
and chemicals

In Ariosa Diagnostics, Inc. v. Sequenom, Inc., the
Federal Circuit affirmed the district court's summary
judgment that U.S. Patent No. 6,258,540, which
related to a method for...

59. Patent Law Handbook s 11:16, Inter Partes
Review

The AIA also introduced the new Inter Partes
Review (IPR) process codified in 35 U.S.C. sections
311 through 319. Appeals of Inter Partes Review
proceedings are only brought to the...

60. Patent Office Litigation s 5:7, Specific
Strategies and Applications-Declaration
testimony

In Belden, the Federal Circuit affirmed the Board's
finding that the Petitioner Reply, which included a

first time submission of Declaratory testimony from
an expert, was...

61. Patent Office Litigation s 15:6, Issues
common to all appeals taken from Office
proceedings-Standard of review-Questions of
law and fact

The standard of review for claim construction has
become a somewhat controversial topic in recent
years. This situation culminated with scrutiny by the
Supreme Court in 2015. In...

62. NON-OBVIOUSNESS IN COMBINATION
PATENTS AFTER KSR
26 Fed. Circuit B.J. 229 , 253+

The Supreme Court in KSR International Co. v.
Teleflex Inc. set forth an important new standard
for non-obviousness: "The combination of familiar
elements according to known...
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